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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-22, 24-33,37-45 are recites the limitation "R 3 ", however this 

alphanumeric is not defined in claim 1 . 

Also, there is insufficient antecedent basis for this limitation in the claims 4 

and 5. 

Likewise, there is no antecedent basis in claim 1 4 for hydrogen in all of the 

definitions of R A and R B . 

The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 30-33 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claims contains subject matter 
which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 
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The specification does not give any guidance as to the full range of 
conditions which could be treated or prevented using the instant claimed process. 
In In re Wands , 8 USPQ2d 1400 (1988), factors to be considered in determining 
whether a disclosure meets the enablement requirement of 35 U.S.C. 3 1 12, first 
paragraph, have been described. They are: 

1 . the nature of the invention, 

2. the state of the prior art, 

3. the predictability or lack thereof in the art, 

4. the amount of direction or guidance present, 

5. the presence or absence of working examples, 

6. the breadth of the claims, 

7. the quantity of experimentation needed, and 

8. the level of the skill in the art. 

In the instant case, Applicants are claiming a method of prophylactically 
treating a disease associated with oxidative damage in the tissues of a patient. 
There is no absolute predictability even in view of the seemingly high level of skill 
in the art. The existence of these obstacles establishes that the contemporary 
knowledge in the art would prevent one of ordinary skill in the art from accepting 
any therapeutic regimen on its face. With respect to claims 30-33, based on The 
American Heritage Dictionary, New College Edition, the term "prophylactically" 
reads on preventing a disease. The specification lacks sufficient support for 
preventing any disease. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1-22,24-33,36-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ichimose et al US 5702691, Paladini et al US 6080780 and 
Miranda et al J. Agric. Food Chem. (2000) vol. 48 pp 3876-3884. 

Ichimose et al, Paladini et al and Miranda et al all teach flavanone and their 
use corresponding to that recited in the claims. See, respectively, column 2 lines 1+ 
of Ichimose et al where R3 is hydroxyl, and R 2 is alkyl, column 1 line 25-42 of 
Paladini et al and page 3878 of Miranda et al. It is noted that number of carbons 
in, for example, in applicants' R A and R B substituents would have been an obvious 
matter of choice well within the skill of one in the art as the resulting products 
would not have been unexpected. 

No claim is allowed. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Raymond Covington whose telephone number 
is (571) 272-068 1 . The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janet Andres at telephone number (571) 272-0867. 

The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/R. C.I /Janet L. Andres/ 

Examiner, Art Unit 1625 Supervisory Patent Examiner, 

Art Unit 1625 

RKC 



